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DETAILED ACTION 

This Office Action is in response to the Terminal Disclaimer filed on September 
20, 2007. Upon further consideration, the Examiner has uncovered prior art references 
which are deemed pertinent to the patentability of the current application, and therefore, 
has re-opened prosecution. This is a non-final rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 14-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
BISHOP (World Intellectual Organization Publication Number WO 89/08522). 

Regarding claim 14, BISHOP discloses: 

• A method for machining a scroll wrap, comprising: 

• forming a stationary scroll having an end plate and a scroll wrap extending from 
said end plate thereof (see Figures 1-2, Page 2, lines 12 - 14), said scroll wrap 
of said stationary scroll having a side face (see Figures 1-2 which show that the 
stationary scroll has a side face) (see Page 1, lines 13-17), 

• forming a slewing scroll having an end plate and a scroll wrap extending from 
said end plate thereof (see Figures 3-4, Page 2, lines 12 - 14), said scroll wrap 
of said slewing scroll having a side face (see Figures 3-4 which show that the 
slewing scroll has a side face) (see Page 1, lines 13-17), 
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• wherein said side face of said stationary scroll wrap and said side face of said 
slewing scroll wrap are configured to slide with respect to each other in use 
(Page 1 , lines 1 8 - 34); and 

• Hale-machining said side face of one of said stationary scroll wrap and said 
slewing scroll wrap by moving a non-rotational tool along a longitudinal direction 
of said one of said stationary scroll wrap and said slewing scroll wrap (see 
Figures 1, 5-7, and 12- 17; Page 11, line 27+). 

Regarding claim 15, BISHOP discloses: 

• the non- rotational tool has a length greater than a height of said one of said 
stationary scroll wrap and said slewing scroll wrap (see Figure 7). 

Regarding claim 16, BISHOP discloses: 

• cutting-machining by end milling both said side face of said one of said 
stationary scroll wrap and said slewing scroll wrap and a surface of said end 
plate from which said one of said stationary scroll wrap and said slewing scroll 
wrap extends (see Figures 9 - 1 1 and 1.5; Page 1 1 , lines 1 7 - 26 and Page 1 5, 
lines 27 - 33), 

• wherein both said Hale-machining and said cutting-machining are performed 
while the one of said stationary scroll and said slewing scroll having said one of 
said stationary scroll wrap and said slewing wrap is fixed in a chuck (see Figure 
1 5, Page 1 1 , line 32 - Page 1 6, line 25). 

Regarding claim 17, BISHOP discloses: 
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• machining a surface of said end plate from which said one of said stationary 
scroll wrap and said slewing scroll wrap extends with the same non-rotational 
tool used for said Hale-machining of said side face of said one of said stationary 
scroll wrap and said slewing scroll wrap (see Figure 7 which shows that the end 
plate is also machined with the same non-rotational tool used for Hale- 
machining the side faces); and 

• performing a finish cutting with a different non-rotational tool than that used for 
said Hale-machining of said side face of said one of said stationary scroll wrap 
and said slewing scroll wrap (see Figures 9 - 1 1 and 15; Page 1 1 , lines 17 - 
Page 16, line 25); 

• wherein said Hale-machining, said machining, and said finish cutting are 
performed while the one of said stationary scroll and said slewing scroll having 
said one of said stationary scroll wrap and said slewing scroll wrap is fixed in a 
chuck (see Figure 15; Page 11, lines 17 -Page 16, line 25). 

Regarding claim 18, BISHOP discloses: 

• simultaneously machining a surface of said end plate from which said one of 
said stationary scroll wrap and said slewing scroll wrap extends with the same 
non-rotational tool used for said Hale-machining of said side face of said one of 
said stationary scroll wrap and said slewing scroll wrap (see Figure 7 which 
shows that the end plate is simultaneously being machined using the same non- 
rotational tool (1 1 or 12) used for Hale-machining the side faces). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

BISHOP. 

BISHOP discloses the claimed invention, however, fails to disclose machining a surface 
of the end plate with a different non-rotational tool than the Hale-machining tool, which 
was used for machining the side faces of the stationary scroll wrap. 

It is the examiner' s position that having a different non-rotational tool to machine 
the end-plate from the Hale-machining tool used for the side faces would have been 
obvious to one having ordinary skill in the art. More specifically, one having ordinary 
skill in the art would have generated a separate tool in order to machine the end-face in 
what ever shape or configuration desired. Utilization of two tools to perform the same 
machining as one tool involves only routine skill in the art. 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
BISHOP. 

Regarding claim 20, BISHOP discloses: 

• said side face of said one of said stationary scroll wrap and said slewing scroll 
wrap includes an inner side face and an outer side face (see Figures 1-4 which 
show the inner and outer side faces of the scrolls). 
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However, he does not disclose the Hale-machining is performed on said inner side face 
and said outer side face in any one of an order from said inner side face to said outer 
side face and an order from said outer side face to said inner side face. 

BISHOP discloses using two separate non-rotational tools to machine the inner 
and outer side faces of the scroll wraps simultaneously (see Figures 5-7), as well as, 
utilizing one Hale-machining tool to machine the inner and outer wraps (see Figures 12- 
14). It is the examiner' s position that the order of machining comprising of machining 
the inner than the outer wraps or the outer than the inner wraps would have been 
obvious to one having ordinary skill in the art when machining the scroll wraps using 
only one Hale machining tool. Generation of the order of machining when utilizing one 
Hale-machining tool involves only routine skill in the art. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
BISHOP in viewofNIWA ETAL (U.S. Patent Number 4,615,091). 
BISHOP discloses the claimed invention as discussed above in claim 14, however, fails 
to disclose the resulting surface roughness of said side face of said one of said 
stationary scroll wrap and said slewing scroll wrap measures one micrometer at most. 

The resulting surface roughness being one micrometer at most is a design 
resultant variable. NIWA ET AL discloses a cutting edge that depending on the amount 
of indexing would result in the desired size and finish (Column 1 , lines 44 - 65). 

It would have been obvious to a person having ordinary skill in the art at the time 
of the invention was made to have generated a surface roughness of less than one 
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micrometer or any desired roughness, by changing the number of passes in the Hale- 
machining process of BISHOP. 

Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary A. Davis whose telephone number is (571) 272- 
9965. The examiner can normally be reached on Monday thru Friday; (Second Friday 
off) 7am - 3pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (571) 272-4859. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MAD 
10/3/07 



/Mary A. Davis/ 

Patent Examiner Art Unit: 3748 

THOMAS DENION 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3700 



